
DTO^'d PCT/PTO I 4 OCT 20M. 



Under the Paperwork Reduction Act of 1995, no 



PTO/SB/21 (03-O3) 
Approved for use through 04/30/2003. OMB 0651-0031 
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 





Application Number 


10/501,353 


* TRANSMITTAL 


Filing Date 


07/14/2004 


FORM 


First Named Inventor 


Antonini, Enrico 
Anthony 


(to be used for all correspondence afteij nitial filing) 


Group Art Unit 


Not yet Knonw 




Examiner Name 


Not yet known 


Total Number of Pages in This Submission | 129 


Attorney Docket Number 


716916.10 



ENCLOSURES (check all that apply) 



I I Fee Transmittal Form 

-. O Fee Attached 
I I Amendment / Reply 

Q After Final 

I I Affidavits/declaration(s) 

I I Extension of Time Request 

I 1 Express Abandonment Request 

\^ Information Disclosure Statement 

Q Certified Copy of Priority 
Document(s) 

I I Response to Missing Parts/ 
Incomplete Application 

I I Response to Missing 
Parts under 37 CFR 1.52 or 1.53 



I I Drawing (s) 

I I Licensing-related Papers 

□ Petition 

I I Petition to Convert to a Provisional 
Application 

I I Power of Attorney, Revocation 

Change of Correspondence Address 

I I Terminal Disclaimer 

I I Request for Refund 

□ CD, Number of CD(s) 



I | After Allowance Communication to 
a Technology Center (TC) 

' Q Appeal Communication to Board of 
Appeals and Interferences 

I I Appeal Communication to TC 
(Appeal Notice, Brief, Reply Brief) 

I I Proprietary Information 

I I Status Letter 

^ Other Enclosure(s) (please identify 
below)return postcard. 

Return receipt postcard 



Remarks: 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firmror 

Individual Name 



Kevin M. Kercher, Reg. No. 33,408 
Blackwell Sandecs Peper Martin LLP 



i^s^eper 



Signature 



Date 




ctober 14, 2004 



CERTIFICATE OF TRANSMISSION/EXPRESS MAILING 



I hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal 
Service with sufficient postage as Express Mai! in an envelope addressed to: Commissioner for Patents, Alexandria, VA 22313- 
1450 on this date: 

Express Mail Label No.: EV528423039US 



Typed or printed name 


Beth Hookway 


Signature 




Date 


October 14, 2004 



This collection of information is required by 37 CFR 1 .5. This information is required to obtain or retain a benefit by the public which is to file (and by 
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes 
to complete, including gathering, preparing and submitting the completed application form to the USPTO. Time will vary depending upon the individual 
case. Any comments on the amount of time you are required to complete this form and/or suggestions for reducing this burden, should be sent to the 
Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, Washington, DC 20231. DO NOT SEND TEES OR 
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Washington, DC 20231. 



STLD0l-ll(yw?.2-l 



Under the Paperwork Redi 



PTO/SB/08A (02-03) 
ed for use through 04/30/2003. OMB 0651-0032 
U.S. Patent and Tr^^P; Ofiice; U.S. DEPARTMENT OF COMMERCE 
ct of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number. 



Substitute for form 1449A/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 



(use as many sheets as necessary) 



Complete if Known 



Application Number 



Filing Date 



First Named Inventor 



Art Unit 



Examiner Name 



10/501,353 



07/14/2004 



Antonini, Enrico Anthony 



Not yet known 



Not yet known 



Sheet 



l of I 4 



Attorney Docket Number 



716916.10 



U.S. PATENT DOCUMENTS 


F Yaminpr 

L>Aal llll iwi 

Initials* 


Cite 
No. 1 


Document Number 


Publication Date 
MM-DD-YYYY 


Name of Patentee or 
Applicant of Cited Document 


Pages, Columns, Lines, Where Relevant 
Passages or Relevant Figures Appear 


Number- K.ind Lode 
known) 




A1 

A 1 




OS/08/2001 

\J*sl \JOI iWJ 


f^ririQtpnQ^n "Burton fr pt al 






A2 


US- 6,054,584 


04/25/2000 


Ma, Junning et al. 






Aj 


TTQ 4 977 Afkt 


07/07/1 OR 1 
\j 1 i\j 111 70 1 


FlunVifn AA/illisim C~r pt s»1 
JL/aUUCIi, VV llllalll VJ-, CL al. 






A4 

A*t 


T K 4 S07 Rfif* 


07/01 /1QR6 

\J 1 l\J LI 1 70U 


1 r\i nil urn HTatipnn 
v^wUliiaiU, jridiiwwio 






A5 


US-5, 158,676 


10/27/1992 


Kreher, Klaus, et al. 






A fx 
AO 


TTC C 1 CTS QfiQ 

UoOj 10 /,ouy 


1 9/H1 /1 009 
1Z/U1/ lyyZ 


iviann, Aninony r., ei ai. 






A 7 
A / 


TTC C C70 79C 

UoOjj / 0, I ZD 


1 1 /9/C/l OQ/C 

1 i/zo/ iyyo 


r oirognesc, r miip 0., ei at. 






A8 


US-5,667,675 


09/16/1997 


Hatch, Richard G., et al. 






A Q 


TTQ /: A A 1 OAH 


1 0/1/1/1 QQG 

iz/14/iyyy 


xiatcn, rocnara 0., et ai. 






A10 


US-6,067,749 


05/30/2000 


Fist, Anthony John, et al. 






A 1 1 

Al 1 


t to /r ok nn^ 


A^/OO /OAA1 

Uj/zz/zUUI 


Sebastian, Alice 






Alz 


T TO C/tO 

US-o,zoj,j4z 


m /O yl /OA A 1 

U//z4/zUUl 


Fahrner, Robert Lee, et al. 






A13 


ttc a "inc. 1 

US-6,37o,zzl 


A/I /OO /OAAO 

U4/z3/zU0z 


Fist, Anthony John, et al. 






A14 


TTC 1 AAO/AA/tl/1 OA 

U S-2002/(X)4z4zy 


A/1 /1 1 /OAAO 

04/1 1/zUOz 


Myers, Jason K., et al. 






A 1 C 
Al J 


TTC /TAAAAvIO 


AO/1 O /OAAA 
U//I0/ZUUO 


Dung, Jen-oen, et al. 






a ir 

Alo 


TTC H^^AOAH 

US-6224547 


A C /A 1 /O A A 1 

Uj/UI/zUOI 


Noakes, Timothy James, et 
ai. 






ait 
Al / 


T TC AO 1 OC/1 1 

Ui-0Zloj41 


A/1 /I 0/OAA1 

1)4/ 1 //ZUU1 


Wang, Zhishuang 






A 1 Q 

Alo 


T TC fCifJIHA O 

Uo-OUO/ /4y 


A^ /I A/OAAA 

U3/3U/ZUUU 


Byrne, Christopher James, et 
ai. 






A 1 Q 




04/9^/9000 
U't/ZJ/ZUUU 


jDaarnaev, v lauimir, ei ai. 






a on 

AZU 


TTC AHO/IQQG 


09/1 S/9000 
UZ/ 1 J/ZUUU 


jsacuier, lviauudb-riciiiricn, ci 
al 

al. 






A91 




09/1 S/9000 


l^rpntpf TV^?it'Viiac_T-lpiTirip n pt 
JVivULCi, lviaiiiiaa-iiciiii lull, ci 

al. 






A22 


IIS-60 15903 

\J tj \J\J 1 *}^\JJ 


01/18/2000 


Rra<;p ^Valtp^ pt al 






A23 


US-5981750 


1 1/09/1999 


Corcoran, Robert C, et al. 






A24 


US-5723625 


03/03/1998 


Keplinger, Dietmar, et al. 






A25 


US-5608066 


03/04/1997 


Hinz, Hellmuth R. 






A26 


US-5352789 




Hinz, Hellmuth R. 






A27 


US-5527913 




Hinz, Hellmuth R. 






A28 


US-5571685 


11/05/1996 


Bruce, Neil Co. 






A29 


US-5534620 


07/09/1996 


Kearns, Elizabeth K., et al. 






A30 


US-5 196351 




Kearns, Elizabeth K., et al. 






A31 


US-5504208 


04/02/1996 


Bulej, Ptr, et al. 






A32 


US-5230802 


07/27/1993 


Ferguson, Robert N., et al. 






A33 


US-5176913 


01/05/193 


Honerlagen, Hans J., et al. 






A34 


US-5 133981 


07/28/1992 


Harkrader, Rondald J., et al. 






A35 


US-5 119835 


06/09/1992 


Ehling, Uwe, et al. 






A36 


US-5039804 


08/13/1991 


Brackeen, Marcus F., et al. 






A37 


US-4956429 


09/11/1990 


Marmetz, Ronald, et al. 





♦Examiner: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not considered, 
^nclude copy of this from with next communication to applicant 
2 Applicant's unique citation designation number (optional). 
See Kind Codes of USPTO Patent documents at www.usoto.gov or MPEP 901 .04. 



i 



STLD01 -10981 30-1 



Under the Paperwork Redi 



U.S. Patent and Ti 




PTO/SB/08A (02-03) 
'.ed for use through 04/30/2003. OMB 0651-0032 
Office; U.S. DEPARTMENT OF COMMERCE 



^Substitute for form 1449A/PTO 


Complete if Known 


&TT^jgK INFORMATION DISCLOSURE 


Application Number 


10/501,353 


STATEMENT BY APPLICANT 


Filing Date 


07/14/2004 


First Named Inventor 


Antonini, Enrico Anthony 




Art Unit 


Not yet known 


(use as many sheets as necessary) 


Examiner Name 


Not yet known 


Sheet | 2 | of | 4 


Attorney Docket Number 


716916.10 





A38 


US-4831133 


05/16/1989 


Goodbody, Anne, E., et al. 






A39 


US-4798792 


01/17/1989 


Harder, Patricia A., et al. 






A40 


US-4769452 


09/06/1988 


Boulware, Richard T. 






A41 


US-4764615 


08/16/1988 


Ayyangar, Nagaraj R., et al. 






A42 


US-45 14569 


04/30/1985 


Hendrickson, James B., et al. 






A43 


US-4 198344 


04/15/1980 


Ferrari, Giorgio 






A44 


US-4 189583 


02/19/1980 


Gless, Richard D., et al. 

















FOREIGN PATENT DOCUMENTS 


Examiner 
Initials* 


Cite 
No. 1 


Foreign Patent Document 


Publication Date 
MM-DD-YYYY 


Name of Patentee or 
Applicant of Cited Document 


Pages, Columns, Lines, 
Where Relevant Passages or 
Relevant Figures Appear 




Country Code 1 Number 2 Kind Code 3 (if 
known) 


T 4 




Bl 


WO98/02033 


01/22/1998 


Fist, Anthony, John, et 
al. 








B2 


JP02001122869A 


09/11/2000 


Bellafiore, Louis, et al. 


Submission of an 
abstract in English is 
provided 






B3 


WO2000058333 


10/05/2000 


Kutchan, Toni Mary, et. 
Al 


Submission of an 
abstract in English is 
provided 






B4 


EP889045 


01/07/1999 


Dung, Jen-Sen, et al. 


Submission of an 
abstract in English is 
provided 






B5 


CA2241772 


12/30/1998 


Dung, Jen-Sen, et al. 


Submission of an 
abstract in English is 
provided 






B6 


AU9873939 


01/07/1999 


Dung, Jen-Sen, et al. 


Submission of an 
abstract in English is 
provided 






B7 


AU725396 


10/12/2000 


Dung, Jen-Sen, et al. 


Submission of an 
abstract in English is 
provided 






B8 


JP1 1071375 


03/16/1999 


Dung, Jen-Sen, et al. 


Submission of an 
abstract in English is 
provided 






B9 


WO9935902 


07/22/1990 


Fist, Anthony John, et 
al. 


Submission of an 
abstract in English is 
provided 





2 Enter Office that issued the documents, by the two-letter code (WIPO Standard ST.3). 

3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document 

4 Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST. 16 if possible. 
Applicant is to place a check mark here if English language Translation is attached. 

This collection of information is required by 37 CFR 1 .97 and 1 .98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete, including gather, preparing, 
and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to 
complete this form and/or suggestions should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, Washington, D.C. 
20231 DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, Washington, DC 2023 1 
If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2. 



STLD01-1098130-1 



iu^^^Ac 



U.S. Patent and Tra< 




PTO/SB/08A (02-03) 
ed for use through 04/30/2003. OMB 0651-0032 
Office; U.S. DEPARTMENT OF COMMERCE 



Jrf Substitute for form 1449A/PTO 

information disclosure 

STATEMENT BY APPLICANT 

(use as many sheets as necessary) 


Complete if Known 


Application Number 


10/501,353 


Filing Date 


07/14/2004 


First Named Inventor 


Antonini, Enrico Anthony 


Art Unit 


Not yet known 


Examiner Name 


Not yet known 


Sheet | 3 | of | 4 


Attorney Docket Number 


716916.10 





B10 


AU9920414 


08/02/1999 


Fist, Anthony John, et 
al. 


Submission of an 
abstract in English is 
provided 






Bll 


DE19743176 


04/01/1999 


Grabley, Susanne, et al. 


Submission of an 
abstract in English is 
provided 






B12 


W099 16526 


04/08/1999 


Grabley, Susanne, et al. 


Submission of an 
abstract in English is 
provided 






B13 


W09526794 


10/12/1995 


Noakes, Timothy 
James, et al. 


Submission of an 
abstract in English is 
provided 






B14 


EP889045 


01/07/1999 


Dung, Jen-Sen, et al. 


Submission of an 
abstract in English is 
provided 






B15 


W094565 


01/06/1994 


Bruce, Neil C. 


Submission of an 
abstract in English is 
provided 





Examiner 




Date 




Signature 




Considered 





STLD01-1098130-! 



Under the Paperwork Redi 



PTO/SB/08A (02-03) 
ed for use through 04/30/2003. OMB 0651-0032 
U.S. Patent and TraiMfirrk Office; U.S. DEPARTMENT OF COMMERCE 
Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number. 



rra^lwark C 



j§5f Substitute for form 1449A/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(use as many sheets as necessary) 


Complete if Known 


Application Number 


10/501,353 


Filing Date 


07/14/2004 


First Named Inventor 


Antonini, Enrico Anthony 


Art Unit 


Not yet known 


Examiner Name 


Not yet known 


Sheet 


4 1 of | 4 


Attorney Docket Number 


716916.10 



[ NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials* 


Cite 
No. 1 


Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the item 

fhnnlr ma (TQvi nf> innrnal c#»risi1 c\/mnn c i 1 1 m pntn1r»<r pfr* ^ ftati» nsiCTf^f vftlllTTIP-iQCllP nillTlHpr^C^ miVllicVlPr 
^UUUK., IllagcL&lllC, JV7UI Hal, oCIlal, by UlJJUMUIll, lalalUg, ClL.y, UalC, JJagC^by, vv/iuilic-isouv nuu luti \jJ, puuilolici, 

city and/or country where published. 


T 2 




Al 


PROKSA, B,; Separation of Products of Thebaine Rearrangement by Capillary Electrophoresis in the Presence 
of Cyclodextrins, Slovakofarma a.s., Hlohovec, Slovakia. Chem Pap. (2001), 55(3), 196-20L CODEN: 
CHPAEG ISSN: 0366-6352. Journal written in English. AN 2001 :656754 CAPLUS (Copyright 2001 ACS) 






A2 


MAEDA, DEAN Y.; COOP, ANDRES; An Improved Hydrolysis of 7a-chloro-7p-cyano-6,14-endo- 
ethenotetrahydrothebaine to its 7-oxo derivative; University of Maryland School of Pharmacy, Baltimore, MD, 
USA. Heterocycles (2001), 55(6), 1 147-1 149. CODEN: HTCYAM ISSN: 0385-5414. Journal written in 

C-nlj-L PAXI A\nnni •/lineal A DT T TC /TAmirlitk* OAA1 A^C^ 

bngilSn. L-A1N lij. 10oy4o ANzUU1.4JU:01 LArLUo (UOpyngnt Z\)\)i ALoj 






A3 


FACCHINI, PETER J.; PARK, SANG-UN; BIRD, DAVID A.; SAMANANI, NAILISH; Toward the Metabolic 
Engineering of Benzylisoquinoline Alkaloid Biosynthesis In Opium Poppy and Related Species; Department of 
Biological Sciences University of Calgary, Calgary AB, Can. Recent Res. Dev. Phytochem (200), 4 31-47. 
CODEN: RDPHF5 Journal written in English. AN 2001:766123 CAPLUS (Copyrigvht 2001 ACS) 






A4 


THEN, MARIA; ILLES, VENDEL; DAOOD, HUSSEIN; SZALAI, OTTO; VETALAN, LORANT; 
SZENTMIHALYI, KLARA; VEGYIPARI MUVELETEK TANSZEK, Extraction of Poppy Plants and Mixtures 
of Different Drug Plants With Poppy-Seed by Mans of Supercritical and Soxhlet Methods; Extraction of poppy 
plants of different maturity and that of 40-60 proportion mixtures of garden sage, camomile flower and marigold 
with poppy-seed has been studied in a flow through extraction equipment at 35 C and 250 and 300 bar pressures 
using C02 solvent as well as in con-ventional (Soxhlet) e, Veszprem, Hung. Olaj, Szappan, Kozmet. (2000), 49 
(Kulonszam), 33-39, CODEN: OSZKAT ISSN: 0472-8602. Journal written in Hungarian CAN 134-61317 
AN2000:713713 CAPLUS (Copyright 2001 ACS) 






A5 


BRUCE, NEIL C; Engineering Novel Biocatalytic Routes for Production of Semisynthetic Opiate Drugs; 

iiibiiLUic ui Diuicwiiiiuiugy, uiiiveiaiiy ui v^aiiiui luge, vsaiuui luge, urv. ouuk ui /\DMiaLio zi? /\^o iNaiiuuai 

Meting, San Francisco, CA March 26-30, 1000 (2000), BIOT-007; Publisher: American Chemical Society, 
Washington, D.C. CODEN: 69CLAC Conference; meeting abastract written in English; AN200:327226 
CAPLUS (Copyright 2001 ACS) 






A6 


VOTRUBA, JAROSLAV, FLEIGER, MIROSLAV; Separat of Ergot Alkaloids by Adsorptoin of Silicates; 
Institute of Microbiology, Academy of Sciences of the Czech Republic, Prague, Czech Rep. Biotechnol. Lett. 
(2000), 22(16), 1281-1285 CODEN:BILED3 ISSN: 0141-5492 Journal written in English CAN 133:361926 AN 
2000:722947 CAPLUS (Copyright 2001 ACS) 






A7 


NAVRATIL, 0.; SKALICAN, Z.; KOBLIHA, Z.; HALAMEK, E.; Extraction of Selected Organic Bases by bis 
1 ,2-dicarbollylcobaltate Anion From Water Into Chloroform; Department of Chemistry, Military University, 
Vyskov, Czech Rep. Czech J. Phys. (1999), 49 (Suppl. 1, Pt. 2, 13 th Radiochemical Conference 1998) 731-738 
CODEN: CZYPAO ISSN: 001 1-4626, Journal wirtten in English CAN 131 : 175697 AN 1999:410423 CAPLUS 
(Copyright 2001 ACS) 





^STLD01-1098130-l 



